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NASE, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1-6, 10-15 and 19-22, which are all of the
clainms pending in this application.

W REVERSE

BACKGROUND
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The appellants' invention relates to a renovable battery
conpartnment cap having a one piece contact assenbly
(specification, p. 1). A copy of the clains under appeal is

set forth in the appendix to the appellants' brief.

The prior art of record relied upon by the exam ner in

rejecting the appealed clains is:

Wi te 1, 215, 757 Feb. 13,
1917

Schul te 1, 286, 800 Dec. 3,
1918

Edwar ds et al. 5,108, 847 Apr .
28, 1992
( Edwar ds)

Kelly et al. 5, 186, 665 Feb. 16,
1993

(Kel l'y)
The exam ner also relied upon the appellants' adm ssion
of prior art set forth on pages 1-4 of the specification and

shown in Figures 1A-1C of the drawings (Admtted Prior Art).

Clainms 1-6, 10-15 and 19-22 stand rejected under 35
Uus. C
8§ 103 as being unpatentable over the Admtted Prior Art in

view of Schulte, Wite, Edwards and Kelly.
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Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejection, we nmake reference to the answer (Paper No. 11
mai | ed Novenber 26, 1997) for the exam ner's conplete
reasoning in support of the rejection, and to the brief (Paper
No. 10, filed Septenmber 5, 1997) for the appellants' argunents

t her eagai nst .

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clainms, to the applied prior art, and to the respective
positions articul ated by the appellants and the exam ner.
Upon eval uation of all the evidence before us, it is our
conclusion that the evidence adduced by the exam ner is

insufficient to establish a prina facie case of obvi ousness

with respect to the clains under appeal. Accordingly, we wll
not sustain the examner's rejection of clains 1-6, 10-15 and
19-22 under 35 U.S.C. 8 103. Qur reasoning for this

deternmination foll ows.
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In rejecting clains under 35 U. S.C. § 103, the exam ner

bears the initial burden of presenting a prinma facie case of

obvi ousness. See Inre Rijckaert, 9 F.3d 1531, 1532, 28

UsP@@d 1955, 1956 (Fed. Cir. 1993). A prima facie case of

obvi ousness is established by presenting evidence that would
have | ed one of ordinary skill in the art to conbine the
rel evant teachings of the references to arrive at the clai ned

invention. See In re Fine, 837 F.2d 1071, 1074, 5 USPQd

1596, 1598 (Fed. Cr. 1988) and In re Lintner, 458 F.2d 1013,

1016, 173 USPQ 560, 562 (CCPA 1972).

The appel lants argue (brief, pp. 4-9) that the applied
prior art does not suggest the clainmed subject matter. W

agr ee.

Al the clainms under appeal require the clained renpovabl e
cap to include a contact neans or contact assenbly having (1)

a planar base nenber for attaching the contact neans! to the

YIn claim?22, line 6, "said contact neans" should be
anmended to --said contact assenbly-- for proper antecedent
basi s.
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cap nenber, and (2) a biasing nenber having a first end that
is unitary with the base nenber and a second end that contacts
and is slidable along a surface of the base nenber when the

bi asi ng nmenber is conpressed. However, these limtations are
not suggested by the applied prior art for the reasons set
forth by the appellants in their brief. |In that regard, while
the prior art to Schulte, Wite, Edwards and Kelly may suggest
the interchangeability between a coiled spring electrical
contact and a |leaf spring electrical contact, the prior art to
Schulte, Wiite, Edwards and Kelly would not have taught or
suggested nodifying the Admtted Prior Art in a manner to
arrive at the claimed invention. Specifically, it is our
opinion that the prior art to Schulte, Wiite, Edwards and
Kel Iy woul d not have taught or suggested nodi fying the
Admtted Prior Art to include a contact means or contact
assenbly having (1) a planar base nenber for attaching the
contact neans to the cap nenber, and

(2) a biasing nenber having a first end that is unitary with

t he base nenber and a second end that contacts and is slidable
al ong a surface of the base nmenber when the biasing nmenber is

conpr essed.
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In our view, the only suggestion for nodifying the
Admtted Prior Art in the manner proposed by the exam ner to
nmeet the above-noted limtations stens from hi ndsi ght
know edge derived fromthe appellants’' own disclosure. The
use of such hindsi ght knowl edge to support an obvi ousness
rejection under 35 U. S. C

8 103 is, of course, inpermssible. See, for exanple, W L.

Gore and Associates, Inc. v. Garlock, Inc., 721 F.2d 1540,

1553, 220 USPQ 303, 312-13 (Fed. Cir. 1983), cert. denied, 469

U S 851 (1984).

For the reasons set forth above, the decision of the
examner to reject clains 1-6, 10-15 and 19-22 under 35 U.S. C

§ 103 is reversed.
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CONCLUSI ON

To summari ze, the decision of the exam ner to reject
claims 1-6, 10-15 and 19-22 under 35 U.S.C. 8§ 103 is reversed.

REVERSED

JEFFREY V. NASE
Adm ni strative Patent Judge

NEAL E. ABRANMS )
Adm ni strative Patent Judge )
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) BOARD OF PATENT
LAVWRENCE J. STAAB ) APPEALS
Adm ni strative Patent Judge ) AND
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